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DETAILED ACTION 

None of X references listed on ISP is anticipatory. 

Response to Amendment 

1. The 103 rejection of claims 1-7, 9-20 over Warzelhan et al. (US Patent No. 
6,018,004) in view of Hager et al. (US Patent No. 5,373,058) has been overcome by the 
amendment of claim 1 . 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 1-7 and 9-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Liu et al. (2003/0092793) in view of Warzelhan et al. (US 6,018,004) listed on IDS 

As to Claims 1-5 and 9-15, Liu et al. discloses a biodegradable resin composition 
for producing agricultural films ([0046]) comprising (by calculation) 20-64% of 
thermoplastic resin such as polyester ([0070]), 36-80% of starch, and 0.6-12% of 
degradation promoter such as epoxidized soybean oil ([0070]) with more than two 
epoxide groups having the following structure (claim 1): 
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Liu et al. is silent on using the polyester as recited in claim 1-5 and 9-15, 
particularly in claim 2. 

Warzelhan et al. discloses biodegradable polyester as recited in claim 2 contains 
A)acid component comprising 20-95 mol% of adipic acid, 5-80 mol% terephthalic acid, 0- 
5 mol% of sulfonated compound; B) C2-C6-alkanediol; C) HO-(-C(0)-G-0-) p -H, wherein 
p=1-1500, G=-CH 2 - (5:1-40). Warzelhan et al. further discloses the advantage of 
biodegradable polyester such as favorable raw material availability, satisfactory 
degradation by microorganisms especially in compost and soil, and balanced mechanical 
properties and biodegradability (11:51-68, 12:1-2). 

Therefore, as to Claims 1-5 and 9-15, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified the biodegradable 
resin composition disclosed by Liu et al. and replaced the polyester with the one 
disclosed by Warzelhan et al, because the resultant resin mixture would have 
advantage of improved biodegradation especially in compost and soil and balanced 
mechanical properties and biodegradability. 

As to claims 6 and 16-19, Liu et al. discloses one-step mixing of polyester, 
starch, and epoxidized soybean oil (claim 1, [0070]) in absence of free radical initiator. 

As to claims 7 and 20, Liu et al. is silent on the sequence of mixing polyester, 
starch, and epoxidized soybean oil. However, selection of any order of mixing 
ingredients is prima facie obvious. In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 
1930). In this particular case, the application fails to disclose benchmark of one-step 
mixing vs. selective sequential mixing as recited in claims 7 and 20. All examples in 
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Table 1-3 of instant application shows the selective sequential mixing using melaic 
anhydride as component iii instead of the claimed compound having more than epoxy 
groups. No examples of one-step mixing are disclosed. 

Response to Arguments 

Applicant's arguments filed on May 4, 2009 have been fully considered but they 
are not fully persuasive. With respect to the rejection under 35 U.S.C. 103 (a) for 
obviousness, the rejection of the remaining claims is maintained for the reasons of 
record as set forth in the previous actions. 

Nevertheless, the 103 rejection of claims 1-7, 9-20 over Warzelhan et al. (US 
Patent No. 6,018,004) in view of Hager et al. (US Patent No. 5,373,058) has been 
overcome by the amendment of claim 1 , resulting in the change of the scope of claimed 
invention. 

The applicant's representative has argued Hager et al. fails to disclose 
biodegradable polyester and starch that does not allegedly cure the deficiencies of 
Warzelhan et al. and none of the references describe the benefits achieved with the 
claimed biodegradable polymer (Pg. 9 If 1-2). The examiner disagrees. The test for 
obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
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See MPEP § 706.02(j). In this particular case, combining glycidyl acrylate disclosed by 
Hager (improves polyester reactivity), with the biodegradable polyester disclosed by 
Warzelhan et. al. would inherently result in a biodegradable composition. It is obvious to 
one of ordinary skill in the art that the biodegradability of a blend would be retained by 
the biodegradable polyester component with the highest biodegradability portion (the 
weakest link). The applicant shows no indication of weakened biodegradability after 
glycidyl acrylate is added to polyester and starch. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHANE FANG whose telephone number is (571)270- 
7378. The examiner can normally be reached on Mon.-Thurs. 8 a.m. to 6:30 p.m. EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sf 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



